
Petition for Revier of the Decision of the 
Director ofEmohent md Discipke 
ROO-08 

Pdti0ne.h) requests review by the Under Secretary of Comerce for 

Intellectual Property and Director of the United States Patent and Trademak 0 % ~(Director)' 

under 37 C.F.R. $ 10.2(c) of a decision denying Petitioner's Mach 22,2000, Petition for 

the Petition for Reinstatement on June 28,2000. This is Petitioner's @Lh request for reinstatement. 

Additionally, Petitioner requests that the review of his petition be expedited under 

With respect to rehstatement, the HBiector of OED de&d Petitioner's petition under 

37 C.F.R $ 10.158asad $ 10.160. For the reasow stated inthe EBiector of OED's June 29,2000, 

decision, the decision denykg reinstatement is af imed 

The following discussion merely supplements the thorough decision by the Director of OED, 

The prirnag syreponsibity for protection of the public &om arrpqu-d practitioners before the 

United States Patent and Trademark Office ("OEce") rests in the Director. KingsILaBdv. Dorsey, 

338 U.S. 318,320:321,83 USPQ 330,331 (1949); see a hLee& v. Mosbacher, 732 F.Supp. 198, 

200, 14 USPQ2d 1455,1456 @.D.C.), aff'd,918 F.2d 185 ('Fed.CK.1990). Incierrying out this 

Effective March 29,2000, the American Inventors Protection Act, Pub. L. No. 106-1 13, 
created the United States Patent and Trademark Office as m "agency of Me United States, witkin 
the Department of Commerce7' (35 U.S.C. $ l(a) (2000)) and chmged the tittle of the head of the 
agency Eom "Commissioner" to "Director." 35 U.S.C. 5 3(a)(1) (2000). 
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duty, the Director has established regulations governing the recognition of agents md attorneys 

entitled to practice before the Office. 35 U.S.C. (i2@)(2)@3). These regdations require that one 

practicing before the Bgce be competent to assist appkmts for patents in the presebation md 

prosecution of their applications before the OEce (37 C.F.R. (i 10.19(a)(2)[&)) md &at they be of 

good moral character (37 C.F.R. (i 10.7@)). These remiafiom dso provide procedures under which 

a practitioner who has been suspended for uneImid conduct may request reinstatement. 

37 C3.R. $5 10.158, 10.160. 

Petitioner has been suspended .from practicing before the OEce shce 1989. Udoideanately, 

since 1989, Petitioner has failed to comply with the mmdatory requirements s f  37 C.F.R. 8 10.158 

which detail how a suspended practitionm should comply with terns of the suspension2. %pwibj,caHy, 

Section 10.158 requires: 

@) ernless otherwise ordered by kfPe Co&s5ioner, my practitioner who is 
suspended or excluded %om practice before the Office under (i PO.156@) shd:  

(1) !%thin 30 days of entry of the order of seaspension or exc1usion, n o t e  
all b a s  of which he or she is a member md clients ofthe practitioner for whom 
he or she is handling matters before the Office in separate written csmuanications 
of the suspension or exclusion md shall file a copy of each written ~ o w u ~ c a t i o n  
vvith the Director. 

(2) Within 30 days of entry of the order of suspeion or ex~:Iuision, 
srarrender a client's active OEce case Bes to (i)the client or (ii) mother 
practitioner designated by the client. 

(3) Not hold h s e l f  or herself out as authorized to practice law before the 
Office. 

(4) Promptly take my necessary md approp~ate steps to remove %om any 
telephone, legal, or other directory my advertisement, statement, or representation 
which would reasonably suggest that the practitioner is authorized to  practice 
patent, trademark or other non-patent law befoi-e the Office,and within 30 days of 
treking those steps, B e  with the Director an &davit describmg the precise nature 
of the steps taken. 

Petitioner could have been reinstated to practice &er a two-year suspmsion ifhe had 

complied with various provisions in 37 C.F.R. $8 10.7 and 10.158. In re mein,6 USPQ2d 1547, 

1556 (Comm'r Pat. 1987). 
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(5) Not advertise the practitioner's availability or ratPity to p e s o m  or 
render legal sewices for any person having inmediate, prospective, or pendimg 
business before the Oace. 

(6) Not render legal advice or services to my person havlmag immediate, 
prospective, or pend'mg busimess before the OBce as to that business. 

(7) Promptly take steps to chmge my sign i d e n t w g  a practitioner's or 
the practitioner's h ' s  office md the practi~oner's or the practitioner's 6m's  
stationery to delete thereeom any advertisement, statement, or represe:ntation 
which would reasonably suggest that the practitioner is authorized to  practice law 
before the Office. 

(8) Witkin 30 days, return to my client my unearned Eeands, hcluding any 
unearned retainer fee, md any securities md propem ofthe client. 
. . . .  

(d) When a suspended or exciuded practitioner acts as a pwa-Pegd or 
performs services under paragraph (c) of this section, the suspended or excluded 
practitiosaer shall not there&er be reinstated to practice before the BEce  udess: 

(1) The suspended or excluded practiitioner s h d  have filed with the 
Director an affidavit which (i) explains in detail the precise nature o f d l  pxa-8egd 
or other senices performed by the suspended or excluded practitioner md 
(ii) show by clear and convincing evidesace that the suspended or excluded 
practitioner has complied with the provisions of this section and all Disciplinary 
Rdes, md 

(2) The other practitioner shall have Bed with the Uiector a written 
statement which (i) shows that the other practitioner has read the &Tidavit required 
by subparagraph ($)(I) ofthis section md that the other practitioner believes every 
statement in the &davit to be m e  md ($1states why the other pra&iGoner 
believes that the suspended or excluded practitioner has complied with paragraph 
(c) of this section. 

These provisions of (i 10.158have been set forth to show exactly what type of evidence 

Petitioner has fded  to produce with &s appEcation for reinstatement. For example, the Petitioner 

has produced no evidence that he notitied his clients of his suspension and has not provided OED 

with copies of such notice as requked by (i 10.158@)(1). Additiondy, Petitioner has failed to 

produce evidence that he surrendered all active Ues to his clients or to mother attorney . , 

designated by his clients as requked by (i 10.158@)(2). Iln his decision denying reinstatement, the 

Director of OED provided Petitioner with evidence of Petitioner's continued practice before the 



OEce. En view of this evidence, Petitioner was required by $ 10.158(d) to &e &davits 

regard'mg his work as a para-legal. Petitioner has provided none. 

Despite the unmbipous language of $ 10.158 md ewlier decisions denying Petitioner 

reinstatement for violating the provisions of $ 10.158, Petitioner st% f d s  to comply. Petitioner 

had the burden of presenting evidence to the Director of OED that demonstrates that he has 

complied with $ 10.158. 37 C.F.W.$ 10.160(d). Instead, Petitioner resorted to presenting 

unpersuasive arguments arad irrelevant documenttion in support of his application for 

reinstatement. 

In his Petition for Review, Petitioner requests hcoa~oration by reference of dl Umgs shce 

1983 relating to this &scipbary proceedimg and numerous other matters. Such a request is 

improper in that tenis Petition must be decided on the basis of the record made before the Director 

of OED in comection with this request for reinaatement. 37 CF.R. 5 10.2(c). Petitioner has 

submitled numerous exhibits (A-&li)along with his Petition. These exbibits we kelevmt and 

otherwise insufficient to meet the requirements of $ 10.158. In fc l ,  many of these documents 

were not submiteed to the Director of OED for his review on thisPetition for Reinst~tement and, 

therefore, may not be considered for the &st time on review as indicated above. However, even 

if given consideration, these documents would not be persuasive--& the exhibits are irrelevant to 

the determination of whether Petitioner has complied with $ 10.158. 

Because Petitioner has fded to produce evidence to establish that he has served at least a 

two-year peeiod of suspension that complies with $10.158, his Petition to be reinstated is denied. 

Petitioner's request for expedited review is now of no practical si@cmce <ice lais 

petition for reinstatement has been decided. Therefore, the petition to expedite is dismissed as 

moot. 



O ~ E ~ D :  

i )  The Dmctor of OED's decision denying Petitioner's Petition for Reinstatement is 

The Petitioner's request that review of his Petition for Rehstatement be expedited i 


(iii) The Diector of OED shall smd a copy of his decision md this decision to the New 

York and Connecticut bar associatims. 

&der ~ e c r e t ~ . o ~ m e c efor htenectad ~roperty and 
Director of the United states Patent and arademwk OBce 

Eany Moatz 
Director, OED 


